International Competitions for Online Dispute Resolution 2005

Online Mediation Round Two Problem
GRAVITAS (Nordania)

And

GRAVITASSE (Francilia)
Confidential Information for representatives of GRAVITAS
This problem is inspired by a fact pattern provided by the Arbitration and Mediation Centre, World Intellectual Property Organization and has been prepared by Benjamin G. Davis, Associate Professor of Law, University of Toledo College of Law, Toledo, Ohio, U.S.A.  http://www.law.utoledo.edu  ICODR organizers greatly appreciate WIPO’s permission through Francis Gurry, Deputy Director,  to use the problem in the 2005 competition.
All the top managers of GRAVITAS who participated in the preparation of the coexistence agreement were dismissed by VERY BIG COMPANY when it purchased GRAVITAS.  The new management group has told you that they want to expand the GRAVITAS trademark to every aspect of the computer software industry in every country in the world.  VERY BIG COMPANY has seen it is a strategic necessity to build GRAVITAS and build the GRAVITAS trademark and brand.  VERY BIG COMPANY has planned investment of US $100 million in GRAVITAS over the next three years to expand the GRAVITAS’ presence around the world.

A review of the GRAVITAS’ files shows that the trademark battles between GRAVITAS and GRAVITASSE in a number of countries had been very expensive and time consuming.  It was also noted that the trademark authority in China (a market sought both by GRAVITAS and GRAVITASSE) recently declined to allow GRAVITAS to use and register the trademark due to a risk of confusion with the prior GRAVITASSE mark held by GRAVITASSE.   GRAVITAS was a bit frustrated by the apparent lack of great cooperation by GRAVITASSE in that effort in China.
While GRAVITAS could wait until the expiration of the coexistence agreement and strike out on its own, the China experience shows how difficult that process might be unless some accommodation is maintained with GRAVITASSE.

Many options are possible.  The main concern of the top management of GRAVITAS is that the expansion effort be not compromised by too much money being spent addressing the issue of coexistence between the two companies.
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